
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Oflice 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Vusinia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/797,457 



03/10/2004 



Carl Geisler 



7590 03/15/2006 

The Whitaker Corporation 
Suite 140 

4550 New Linden Hill Road 
Wilmington, DE 19808 



18130 US 



4459 



EXAMINER 



PERKINS, PAMELA E 



ART UNIT 



PAPER NUMBER 



2822 

DATE MAILED: 03/1 5/2006 



Please find below and/or attached an Office conununication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



t 



Office Action Summary 


Application No. 

10/797,457 


Applicant(s) 

GEISLERETAL 


examiner 

Pamela E. Perkins 


Art Unit 

2822 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

. earned patent tenm adjustment See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to comnnunication(s) filed on 06 January 2006 . 
2a)M This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) 10-22 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-9 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election riequirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)n The drawing{s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the con-ectlon is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachnrient(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) Q Notice of Draflsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) S Infomiation Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 5) O Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date 1/5/06 . 6) □ Other . 
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DETAILED ACTION 

This office action is In response to the filing of the request for reconsideration on 
6 January 2006. Claims 1-22 are pending; claims 10-22 have been withdrawn from 
consideration. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which fomns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, iif the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4 and 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Peterson et al. (6,674,1 59) in view of Ouellet et al. (6,902,656). 

Referring to claims 1 & 7, Peterson et al: disclose a process for preparing an 
electronic package where a ceramic housing defines an Internal cavity for receiving a 
micro device and having one or more interface portions (Fig. 3A; col. 5, lines 4-16); 
treating the housing to form a tungsten layer on the interface portions (col. 12, lines 23- 
33); and overlaying a layer on the tungsten layer (col. 30, line 42 thru col. 31 , line 9). 
Peterson et al. further disclose applying a protective coating on'the layer (col. 31 , lines 
1-9). Peterson et al. do not disclose overlaying a palladium layer on the tungsten layer. 

Ouellet et al. disclose a process for preparing an electronic package where a 
housing defines an intemal cavity for receiving a micro device and having one or more 
interface portions; treating the housing to form a tungsten layer on the interface portions 
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(col. 1 1 , lines 38-44); overlaying a palladium layer on the tungsten layer; and applying a 
protective coating to the palladium layer (col. 20, lines 55-64; col. 21, lines 25-28). 

Since Peterson et al. and Ouellet et al. are both from the same field of endeavor, 
a process for preparing an electronic package, the purpose disclosed by Ouellet et al. 
would have been recognized in the pertinent art of Peterson et al. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to.modify Peterson et al. by overlaying a palladium layer oh the tungsten layer as taught 
by Ouellet et al. to increase yield (col. 8, lines 18-45). 

Referring to claim 2, Peterson et al. disclose forming the tungsten layer by 
applying tungsten to the interface portions using a thick film technique (col. 12, lines 23- 
33). 

Referring to claim 3, Peterson et al. disclose forming the tungsten layer using a 
high temperature co-fired ceramic technique (col. 12, lines 23-33). 

Referring to claim 4. Ouellet et al. disclose the tungsten layer having a thickness 
between 0.0005" to about 0.001 5" thlck^ (col. 1 9, lines 29-33 & 45-61 ). 

Referring to claim 6, Ouellet et al. disclose the palladium layer having a thickness 
between 25 micro-inches to about 150 micro-inches^ (col. 21, lines 19-29). 

Referring to claim 8, Peterson et al. disclose a solderable interface is provided at 
the interface portions, the solderable interface consisting essentially of the tungsten 
layer, the palladium layer, and the protective coating (col. 30, line 42 thru col. 31 , line 9). 



' 0.0005" = 12.7 Mm 
^ 25 pin = 0.635 \im 
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Referring to claim 9, Peterson et al. disclose disposing the micro device in the 
cavity and placing a lid on the housing along the interface portions and exposing the 
housing to temperatures sufficient to reflow the palladium layer to form a solder seal 
between the housing and the lid (col. 27, lines 31-64). 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Peterson 
et al. In view of Ouellet et al. as applied to claim 1 above, and further in view of Stark 
(6,627,814). 

Peterson et al. in view of Ouellet et al. disclose the subject matter claimed above 
except applying the palladium layer to the tungsten layer electrolytically. 

Stark discloses a process for preparing an electronic package where a housing 
defines an internal cavity for receiving a micro device and having one or more interface 
portions; treating the housing to fomn a metal layer on the interface portions; disposing 
the micro device in the cavity and placing a lid on the housing along the interface 
portions (Fig. 1; col. 4, lines 10-35; col. 7, lines 17-20). 

Referring to claim 5, Stark discloses applying the metal layer electrolytically (col. 
7, lines 35-45). 

Since Peterson et al. and Stark are both from the same field of endeavor, a 
process for preparing an electronic package, the purpose disclosed by Stark would 
have been recognized in the pertinent art of Peterson et al. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
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modify Peterson et al. by applying a metal to the structure electrolytically as taught by 
Stark to lower cost and production time (col. 2, lines 10-30). 

Response to Arguments 

Applicant's arguments filed 6 January 2006 have been fully considered but they 
are not persuasive. As stated above, Peterson et al. in view of Ouellet et al. disclose 
the process for preparing an electronic package as described in claim 1 . 

In response to the applicant's arguments, the applicant argues prior art does not 
disclose treating the ceramic surface with palladium in preparation for soldering. 
However, applicant does not claim preparing a ceramic surface for soldering with a non- 
magnetic material. Applicant also argues prior art does riot solved the problem 
recognized by the applicant. However, subjective intent does not further limit the scope 
of the claims. 

"[T]he PTO can require an applicant to prove that the prior art products do not 
necessarily or inherently possess the characteristics of his claimed product. Whether 
the rejection is based on 'inherency ' under 35 U.S.C. 102, on 'prima facie obviousness' 
under 35 U.S.C. 103, jointly or alternatively, the burden of proof Is the same." In re Best 
562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 1997). "[Wjhere the Patent Office 
has reason to believe that a functional limitation assert to be critical for establishing 
novelty in claimed subject matter may, in fact, be an inherent characteristic of the prior 
art, it possesses the authority to require the applicant to prove that the subject matter 
shown to be in the prior art does not possess the characteristic relied on." In re Best, 
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supra 125455, 195 USPQ at 433 (quoting from In re Swinehart. 58 CCPA 1027, 439 
F.2d 210, 169 USPQ 226 (1971)). 

"In the first place, it is elementary that the mere recitation of a newly discovered 
function or property, inherently possessed by things I the prior art, does not cause a 
claim drawn to those things to distinguish over the prior art. Additionally, where the 
Patent Office has reason to believe that a functional limitation asserted to be critical for 
establishing novelty in the claimed subject matter may, in fact, be an inherent 
characteristic of the prior art, it possesses the authority to require the applicant to prove 
that the subject matter shown to be in the prior art does not possess the characteristic 
relied on." In re Swinehart, supra. 169 USPQ at 299. 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pamela E. Perkins whose telephone number is (571) 
272-1840. The examiner can normally be reached on Monday thru Friday, 8:30am to 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Zandra Smith can be reached on (571) 272-2429. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



PEP 




Supervisory Patent Examiner 




